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STATUS OF THE APPLICATION 

1 . This Office action is in response to tine Amendment and Remarl<s filed 21 
December 2007. 

2. Those objections or rejections not specifically addressed in this Office action are 

withdrawn. 

3. The amended Abstract is acceptable to the Examiner. 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Election/Restrictions 

5. Applicants are herein notified that claim 1 1 has been rejoined, as drawn to a 
method of using a claimed product. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. § 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 2 and 5 are rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

At claim 2 (c) and claim 5 (c), line 2, the limitation "at least about" renders the 
claim indefinite because it is unclear what the metes and bounds of the claim are. 

8. The following is a quotation of the fourth paragraph of 35 U.S.C. § 1 12: 

Subject to the following paragraph, a claim in dependent form shall contain a reference to a claim 
previously set forth and then specify a further limitation of the subject matter claimed. A claim in 
dependent form shall be construed to incorporate by reference all the limitations of the claim to which it 
refers. 
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9. Claim 8 is rejected under 35 U.S.C. § 1 12, fourth paragraph, as failing to further 
limit the subject matter of a previous claim upon which it depends. Claim 8 fails to 
further limit the subject matter of claim 5. 

1 0. The following is a quotation of the first paragraph of 35 U.S.C. § 1 1 2: 

The specification sliall contain a written description of tlie invention, and of tlie manner and process of 
malting and using it, in sucli full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1 1 . Claims 2, 5, 8 and 1 3 are rejected under 35 U.S.C. § 1 1 2, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

Applicants claim a method comprising transgenically expressing an oil synthesis 
enhancing protein having an amino acid sequence at least about 60% or 90% identical 
to SEQ ID NO: 2, a nucleotide sequence comprising at least 30 nucleotide of SEQ ID 
NO: 1 , or having a nucleotide sequence at least 60% or 90% identical to SEQ ID NO: 1 , 
an expression cassette comprising the nucleotide sequence and a genetically modified 
plant comprising said expression cassette. 

Applicants describe nucleic acids encoding the amino acid sequence of SEQ ID 
NO: 2, having acetyltransferase activity. 

Applicants do not describe the genus of nucleic acids having at least 60% or 90% 
identity to SEQ ID NO: 1 capable of enhancing oil synthesis nor do Applicants describe 
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the genus of amino acid sequence at least about 60% or 90% identical to SEQ ID NO: 2 
having this activity. 

Hence, it is unclear that Applicants were in possession of the invention as 
broadly claimed. While a description of a representative number of species is adequate 
to represent an entire genus, wherein there is substantial variation within the genus, one 
must describe a sufficient variety of species to reflect the variation within the genus (see 
MPEP 2163). A method is not described if products used in the method are not 
described. See 64 Fed. Reg. 71427, 71428 (1999), comment No. 4. In the instant case, 
there would have been a substantial variation within the genus of amino acid 
sequences, and their encoding nucleic acids, that enhance oil synthesis as broadly 
claimed. 

12. Claims 2, 5, 8 and 13 are rejected under 35 U.S.C. § 1 12, first paragraph, 
because the specification, while being enabling for a method of Increasing total oil 
content comprising transforming a plant cell with a nucleic acid encoding SEQ ID NO: 2, 
does not reasonably provide enablement a method of using nucleic acids having at 
least 60% or 90% identity to SEQ ID NO: 1 capable of enhancing oil synthesis or 
nucleic acids encoding an amino acid sequence at least about 60% or 90% Identical to 
SEQ ID NO: 2 having this activity. The specification does not enable any person skilled 
In the art to which it pertains, or with which it is most nearly connected, to make and use 
the invention commensurate in scope with these claims. 

Applicants provide limited guidance on how to make and use nucleic acids that 
increase the total oil content in a plant organism or a tissue, organ, part, cell or 
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propagation material thereof. Given, the breadth of the claims, it would have required 
undue trial and error experimentation by one of skill in the art at the time of Applicants' 
invention to make and use such nucleic acids, given the broad, general function 
required in the coding sequence as claimed. 

Claim Rejections - 35 USC § 102 
13. Claims 5-9 remain rejected and claims 1 1 and 16-19 are rejected under 35 
U.S.C. § 102(b) as being anticipated by Lassner, (WO 00/18889, 6 April 2000, SEQ ID 
NO: 217, SEQ ID NO: 225). This rejection is repeated for the reason of record as set 
forth in the last Office action mailed 26 June 2007. Applicant's arguments filed 21 
December 207 have been fully considered but they are not persuasive. 

Applicants argue that while it is disclosed that the nucleic acids can be expressed 
in oil-producing plants (Lassner, page 14, lines 20-30), there is no disclosure that 
expression of any sequence, including SEQ ID NO: 225, would cause an increase in oil 
content in any plant or organism. Applicants argue that Example 8, noted by the 
Examiner, likewise fails to disclose an increase in oil content (page 9, 2"^ paragraph of 
the Remarks). These arguments are not found to be persuasive. In response to 
applicant's argument that Lassner does not specifically disclose an increase in oil 
content in any plant or organism, a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. 
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Applicants argue that Lassner does not disclose experimental data to support the 
hypothetical acyltransferase activity of the disclosed nucleic acid sequences Page 9, 3'" 
paragraph of the Remarks). This argument is not found to be persuasive. Failure of 
those skilled in the art to contemporaneously recognize an inherent property, function or 
ingredient of a prior art reference does not preclude a finding of anticipation, Atlas 
Powder Co. v. IRECO, Inc., 190 F.3d 1342, 1349, 51 USPQ2d 1943, 1948 (Fed. Cir. 
1999). 

Applicants argue that in contrast to Lassner's disclosure, the claimed method 
recites a step of selecting the transgenic plant organism or a tissue, organ, part, cell or 
propagation material thereof based on the increased oil content. Applicants argue that 
Lassner does not disclose that transgenic expression would cause an increase in oil 
content; there is necessarily no disclosure of the claimed selection step (page 9, 4* 
paragraph of the Remarks). These arguments are not found to be persuasive as 
addressed above. 

At claim 1, Lassner discloses an isolated DNA sequence encoding an 
acyltransferase wherein the amino acid sequence of SEQ ID NO: 216 meets the 
limitations of the claim. At claims 13-15, Lassner discloses a construct comprising said 
isolated DNA sequence and a plant cell and plant comprising the DNA construct. At 
page 12, lines 21-29, Lassner discloses that transcription initiation regions are 
preferentially expressed in a plant seed tissue, i.e. a seed-specific promoter sequence. 
Lassner discloses that the invention is directed to plant life involved in the production of 
vegetable oils for edible and industrial use (page 14, lines 22-23), hence Lassner 
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discloses a metliod for producing oils by extracting from the transgenic plants. The 
limitations of instant claims 16-19 would appear to be inherent in the disclosure of 
Lassner. 

Claim Rejections - 35 USC § 103 

14. Claims 1-4 and 12-15 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Lassner, (WO 00/18889, 6 April 2000, SEQ ID NO: 217, SEQ ID NO: 
225). This rejection is repeated for the reason of record as set forth in the last Office 
action mailed 26 June 2007. Applicant's arguments filed 21 December 207 have been 
fully considered but they are not persuasive. 

The teachings of Lassner are outlined in the preceding rejection. 

Lassner does not appear to explicitly teach a selecting step. 

It would have been prima face obvious to one of ordinary skill in the art at the 
time of Applicants' invention to modify the teachings of Lassner to include a step of 
selecting plants transformed with the yeast acetyltransferase gene operably linked to a 
seed specific promoter wherein said plants transformed had increased oil content in 
their seeds. Lassner teaches that the particularly preferred plants of interest include 
plants that produce oil in their seed, and most especially preferred plants include 
Brassica, soybean and corn (see page 14, lines 24-27 and page 15, lines 4-7). 

Applicants argue that one skilled in the art would not have been motivated to 
produce transgenic plant organism or a tissue, organ, part, cell or propagation material 
thereof, and to select those transgenic plant organism or a tissue, organ, part, cell or 
propagation material thereof for increased oil content, since the prior art provides no 
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expectation that the transgenic plant organism or a tissue, organ, part, cell or 
propagation material thereof would have increased oil content (page 9, last paragraph 
of the Remarks). This argument is not found to be persuasive. In fact, Lassner 
particularly points one of ordinary skill in the art to transforming oilseed plants with the 
acetyltransferase genes taught. Lassner teaches that the purpose of the invention is for 
the development of alternative oil sources (page 1 , lines 24-27). One of ordinary skill in 
the art would have understood this to mean, increased oil content. 

Conclusion 

1 5. This Office action is non-final in view of the new ground of rejection. 

16. No claims are allowed. 

1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David H. Kruse, Ph.D. whose telephone number is (571) 
272-0799. The examiner can normally be reached on Monday to Friday from 8:00 a.m. 
to 4:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached at (571) 272-0975. The central FAX 
number for official correspondence is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group Receptionist whose telephone number is 
(571)272-1600. 
/David H Kruse/ 

Primary Examiner, Art Unit 1638 
18 September 2008 



